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Attorney Docket Wo,: 1348-1010 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In Re Application: Arthur Yuichi Tsubaki 
Serial No.: 09/924,788 
Filed: August 8, 2001 

Art Unit: 2 645 

Confirmation No.: 2798 

Examiner: MD Shafiul Alam Elahee 

For: Dynamically Programmable Frequency Scanning 

Radio Receiver and Method of Programming the 
Same 

Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Declaration of Lawrence R, Youa-b 

Dear Sir; 

Lawrence R, Youst, hereby declare the following: 

1. I have been employed at Danamraj & Youst, P.C. 
(previously Smith, Danamraj & Youst, P.C.) 
(hereinafter referred to as ''DYPC") since May, 2000, 

2, As part of my responsibilities at DYPC, I prepare and 
file patent applications including numerous 
applications for Qniden America Corporation 
(hereinafter referred to as ^^Uniden") . 
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3. In early June, 2001,^ I spoke with Brianna Hinojosa- 
Floras, Intellectual Property Coordinator at Uniden^ 
regarding my availability to prepare a patent 
application (Uniden reference number U-0106-1) for an 
invention entitled Location-Based Frequency Scanning 
Radio Receiver (hereinafter referred to as ^^the '106 
invent lon'^) , which I agreed to prepare in my normal 
course of business by placing this project within a 
queue along with my other projects, 

4. On June 19^ 2001, I received a letter from Uniden 
regarding the preparation of the patent application. 
Attached to the letter was a Uniden Invention 
Disclosure Form dated June 1, 2001 relating to the 
'106 invention. A true and correct copy of the letter 
and Invention Disclosure Form is attached as Exhibit A 
to this Declaration. 

5. Also on June 19, 2001, I met with Arthur Yuichi 
Tsubaki, one of the inventors, to obtain an oral 
invention disclosure relating to the '106 invention. 

6. Between June 19, 2001 and July 16, 2001^ in my normal 
course of business, I prepared a draft of the patent 
application relating to the '106 invention including 
reviewing the invention disclosure, reviewing the 
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prior art patents, preparing informal drawings, 
overseeing the preparation of formal drawings and 
drafting of the patent • application • During the same 
period, my docket indicates that I completed and filed 
five other patent applications which had been received 
prior to receipt of the present application and was in 
the process of preparing at least twelve other patent 
applications in addition to preparing at least six 
amendments relating to previously filed patent 
applications. Attached as Exhibits B and C are true 
and correct copies of docket reports for June 1, 2001 
and July 9, 2001 reflecting the patent applications in 
work as of those dates. Exhibit B reflects that 
attorney docket numbers 1301-1096, 1301-1098^ 1301- 
1104 and 1301-1105 were pending as of June 7, 2001 and 
that this group of applications was filed on June 27- 
28^ 2001. Exhibit B also reflects that attorney 
docket number 1301-1100 was pending as of June If 2001 
and Exhibit C reflects that this application was filed 
on July I6,r 2001. Exhibits B and C also reflect that 
attorney docket numbers 1301-1107, 1301-1101 and 1301- 
1097 were pending as of June 1, 2001 and Exhibit C 
reflects that drafts of these applications were 
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completed and sent out for inventor review on June 18, 
2001, June 29, 2001 and July 19, 2001, respectively, 
7. USPTO records confirm that application serial number 
09/893761 (docket number 1301-1104), now U.S. Patent 
6,516,881, was filed on June 27, 2001. USPTO records 
also 3how that application serial numbers 09/894 559 
. (docket number 1301-1096), 09/894080 (docket number 
1301-1098) and 09/894037 (docket niomber 1301-1105) now 
U,S. Patent Nos. 6,601,646, 6,588,507 and 6,581,689, 
respectively, were filed on June 28, 2001 and that 
application serial number 09/906520 (docket number 
1301-1100) now patent 6,516,882 was filed on July 16, 
2001. Attached as Exhibits D, E, F, G and H are true 
and correct copies of the front pages of U.S. Patents 

6.516.881, 6,601,646, 6,588,507, 6,581,689 and 

6. 516. 882, respectively. 

a. On July 16, 2001, I forwarded a draft of the patent 
application relating to the '106 invention to Uniden 
for review by the inventors • Attached as Exhibit I is 
a true and correct copy of my letter to Uniden dated 
July 16, 2001. 

9* Between July 16, 2001 and August 7, 2001, I received 
comments from the inventors and updated the patent 



PA(X31/61VRCVDAT1Q13I20()57:93:46PM [Eastern Daylight Tirne]'SVR;USPTO{FXRF^^^^ 



Oct. 3. 2005 6:58PM 



No. 0055 P. 32 



application. I also prepared the Declaration and 
Power of Attorney. 

10. On August 1, 2001^ I obtained the Inventors' written 
coininents along with the executed Declaration and Power 
of Attorney of the inventors- Attached as Exhibits J 
and K are Oniden' s letters to me dated August 1, 2001. 

11. On August 8, 2001, I filed the patent application^ 
which was granted serial number 09/924^788 and a 
filing date of August 8, 2001. 

12- As part of the preparation of the present Response to 
the Office Action dated September 23, 2004, I reviewed 
the relevant pages of Mr. Tsubaki's inventor's 
notebook, Mr. Tsubaki's declaration and Mrs, Hinojosa- 
Flores ' declaration » 

13* Based upon my experience as a patent attorney having 
drafted and filed well over 100 patent applications, I 
believe that the contents of Mr. Tsubaki inventor's 
notebook and declaration establish conception at least 
as early as February 1, 2001. Also, I believe that 
Mr, Tsubaki diligently worked toward a reduction to 
practice to the '106 invention and that Mr. Tsubaki, 
Mrs. Hinojosa-Flores and DYPC diligently worked toward 
the preparation and filing the above-captioned patent 
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application following Mr. Tsubaki's conception of the 



invention. 



I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment^ or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may 
jeopardize the validity of the application or any patent issued 



thereon • 




Date 
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Unlden' 



Uniden Financial, Ir 
4710 Amon Carter b.^d. 
Ft. Worth. TX 76155 
(817) 858-3300 
Fax: (817) 858-3585 



PRIVILEGED AND COKFIDENTIAL 



June 19, 2001 

Lawrence R. Youst, Esquire 
Smith, Danamraj & Youst 
12900 Preston Road 
Suite 1200, LB15 
Dallas, TX 75230-1328 

Re: Preparation of Patent Application 

Entitled: LOCATION-BASED FREQUENCY SCANNING RADIO 
RECEIVER 

Inventors: Arthur Yuichi Tsubaki and Kenneth Scott Carpenter 
Our Reference No.: U-0 106-1 



Dear Lawrence: 

Thank you for agreeing to prepare a patent application for the above-referenced invention. 
Enclosed please find a copy of the invention disclosure submitted by the two inventors named 
above. Also enclosed is a copy of the Uniden Handling Procedures outlining Uniden' s 
expectations from outside counsel and Invoice information. 

Once you have met with the inventors to discuss the invention, please give me an estimated time 
of when to expect a draft of the application. In the meantime, feel free to contact the uiventors 
directly with questions; however, please copy my on any correspondence between you and the 
inventors for my internal records. 

Should you need to reach the inventors, their direct numbers are Art Tsubaki at (817) 858-3551 
and Scott Carpenter at (817) 858-3259. Also, if you need any additional information to assist 
you in this matter, please do not hesitate to contact me directly at (817) 858-3698 and/or 
bhinojosa@unidcn.com . 

Thank you in advance for your time and cooperation per this matter. I look forward to working 
with you and your firm. 



Very truly yours, 




Brianna Hinojosa-Flores 
Intellectual Property Coordinator 

cc: Gary A Kline, Esq. (w/o end.) 
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UNIDEN® 

'Disclosure Number: ^' vj-"^ i OU -r' i^i-^'^^^^ ' • Date:]JO^(P^^ 



Unlden America Corporation 

Invention Disclosure Form 



i. "' Descriptive Title of Invention: 



Location-Based Frequency' Scanning Radio Receiver 



2. Inventor(s) 

(a) Name: Arthur Yuichi Tsubaki _ 



First Middle Last 

Telephone Ext. No.: 3551 

US Citizen: Yes:_X No: Country, 



Residence Address: 2050 Grayson, Apt. 2010 4 _ Grapevine 

Street.. Crty 

United States Texas ; 76051 

County State Zip 
Supen/ison_Jim Palmer 



(b) Name:_Kenneth Scott Carpenter, 



First . - Middle: Last 

^ Telephone Ext No.: 3259__ 

■ US Citizen: Yes:_X No: Country 



Residence Address: _5501 Lakeview Partovay, Apt 131 Rowlet t 

street City 

United States Texas \ 75088 

County State Zip 
Supervisor_Art Tsubaki, 

• (c) If there are more than two inventors, please add additional sheets giving the above 
information for each inventor. 

3. This invention relates to: __ 

Monitoring allocated frequencies automatically programmed into a frequency scanning radio 
based upon the geographical location of the device. 



4, The invention is disclosed or described in Engineering Notebook: 
Number: Pages: 



Company Confidential Information 
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5, Please provide the following dates if known. 

(a) Invention conceived on: May 2. 2001. 

(b) First sketch or drawing made on: 



(c) Construction of first device or model started on: , 2001 and 

completed on: ,2001. 

(d) Testing started on: , 2001. 

(e) Successful test completed on , 2001 

(f) Successful test was recorded in Engineering Notebook No: . pages: _ 

' and witnessed by: 

1) _ _o*^ ,2001. 

2) on , 2001 . 

6. Has there been any experimental use of the invention? Yes: No: 

If yes, explain and give dates: 



7. Has there been any sale or production use of the invention? Yes; No: X_ 

If yes, explain and give dates: 




8. Is sale or production scheduled? Yes: No: X : if yes, explain and give dates: 



9. Has any of the subject matter of this invention been described in any publication, proposal or 

report, or is such a publication, proposal or report anticipated? Yes: . No: X : If yes, 

identify and give date: 



10. Prepare and attach to this Invention Disclosure Form a complete written disclosure of your 
invention including any sketches, diagrams* drawings, prints, etc. which will aid in understanding this 
invention. The outline below should be followed in writing the disclosure: 

(a) Brief discussion of the problem solved by the invention. 

(b) Listing and discussion of the known prior art, i.e., pre-existing technical material most 
closely related to the invention, including prior attempts at solving the same problem by 
others. Include copies of literature references or listings of products of a similar type. 

(c) The description of the invention must include a specific embodiment. Describe the 

• important features and points believed to be novel. State the advantages of the- invention 
and any trade-offs that are made, if any, to achieve the desired advantages. Describe any 
experiments that have been conducted and results of these experiments. 

Company Confidential Information 
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(d) Is the concept of this invention applicable to other problems in any other fields of interest? 
If so, what are they and how would the principles of the invention be used in these other 
fields? 

(e) The inventor(s) and witnesses should sign and date each page of the attached disdosure 
document. 

10. Sign Full Name(s) fl ' /I j 

(a) inventor: M^j [n/l^ 

Pate: .2001. 

(b) Inventor i^^^^^^^ ^C^^^^^^^^^^^ — 

bate: -^ .2D01. ~/ 

(c) Inventor: 

Date: , 2001 . 

Witnesses: . 

This invention was first explained to me by the inventor(s) on; 2001, and 

understood by me. 



Witness 



Date: ^ | | , 2001 . 

This invention was^first pxplained to me by the inventor(s) on: f^''^ , 2001. and 

understood by i 




Witness i ^ ^ 



. Date: \ .2001. . ^. . 

The attached disclosure was read and understood by me on: ^ j(o 2001. 



Witness 



Date: U ( U . 2001. 
The attached dis^H^sure l^as read and understood by me on: (p ^ . 2001. 
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(Section A) BACKGROUND (Copied & Edited From SinartScan Patent) 

The present invention relates to frequency scanning radio recisivers. More particularly, 
the present invention relates to automatically programming the receiving frequencies of 
frequency scanning radio receivers. 

Conventional frequency scanning radio receivers monitor radio transmissions by 
continually tuning the receiver, i.e., scanning, a group of discrete frequencies. When a 
transmission is detected on a frequency to which the receiver tunes, and (he transmission 
signal level exceeds a threshold, tuning stops and the transmission is monitored, A radio 
receiver can only receive transmissions within a limited geographic area. The 
transmissions of usual interest to listeners are assigned to discrete frequencies, for 
example, to police, emergency medical services, fire, and public service agencies. Other 
local transmissions, for example, transmissions from local businesses, may not be of 
interest to the listener. Therefore, the listener must determine the frequencies of interest 
that are to be monitored and tune or program the frequency scanning receiver so that only 
those frequencies are monitored. 

Historically, scanning radio receivers are manually programmable, i.e., the listener 
manually inputs the frequencies to be monitored. The frequencies of interest are 
established by experience, from Federal Communications Commission (FCC) licenses, 
by purchase of channel listings from a private source, or otherwise. Privately published 
frequency allocations are frequently out-of-date. 

Manually programming a radio receiver to monitor selected channels is an onerous and 
time consuming task that is subject to data entry errors. Programming a radio receiver 
involves consulting an owner's manual, and manually entering programming data and 
each frequency to be monitored using an input device, such as a keypad. 

A frequency scanning radio receiver requires reprogramming whenever the listener 
dianges geographic areas. The difficulty and time required to program and reprogram a 
conventional scanning radio receiver has led to listener frustration and is a major cause of 
return of frequency scanning radio receivers to retailers and manufacturers for refunds. 
Accordingly, there exists a need for a frequency scanning radio receiver that overcomes 
the problems of manual programming of frequencies of interest. 

(Section B), 

There are scanning radio receivers today (U.S. Patent 6J 92,223) that will automatically 
program your scanning radio receiver based upon a zip code that has to be manually 
programmed into the scanning radio receiver. The problem with this methodology is it 
requires users of the device to know the zip codes of where they are. When traveling to 
various places it becomes very difficult to identify the zip codes of their location. 

Current automatically programmed scanning radio receivers include; Uniden 
BC780XLT, Uniden BC245XLT, Uniden SC200. 
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(Section C) 

Location-Based Frequency Scanning Radio Receiver 

A location-based frequency scanning radio receiver includes a frequency scanning radio 
receiver that scans and receives transmissions on discrete radio frequencies. The 
location-based frequency scanning receiver is programmed to monitor frequencies in a 
geographical area where the receiver is located. A global positioning system (GPS) is 
integrated into a frequency scanning radio receiver to determine location. From the 
location data, the frequency scanning radio receiver will then pull the corresponding 
registered radio frequency data for that geographical area from an internal database. The 
frequency scanning radio receiver will then program the corresponding location-based 
radio frequency data into the receiver. The frequency data includes the allocated 
registered radio frequency and the identity of the registered party. This greatly improves 
the current method and having to enter the zip code of the location where the user is 
located into the scanning radio receiver. Once the zip is entered then the scanning radio 
receiver will program the unit accordingly. With GPS integrated into the scanning radio 
receiver, this is automatically done v^thout any programming to be done by the user. 

(Section D) 

Unknown 
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File No. 


Cl[«rit 


Title 


Received 


Due 


Notea 


1301"] 084 




New WtU Testing Method 1 2000-1?- 000 171) 


4/5/00 


JDly 




1301-l0i?2 




Subsca Tree Hydraulic Device (980307 Ui USA) 


2/6/0 1 


July 




1301-1094 


Halliburton 


Single Trip Sand Control t20Qt)-IP-002023) 


1/22/01 


Jwty 




i3W-tfi95 — 


"mlltburtou 




JMlii^ 


-Aprli — 


Inventor S/4 
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2/23/01 
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I30i-W9« 


Hallibufran 
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-^^mm 


-Apffl ■ 
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June 
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1301-110? 
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User Environment for Security Transactions 
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Flit No. 


atent 


Title 
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N&w Well Testing Method (20M-IP-000171) 
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Title 
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Smith, Danamraj & Youst 

A PROFESSIONAL OORPOEATlON 

ATTORNEYS ANO counselors 
iNTeLLECTUAL PROPERTY UVW AND RELATED MATTERS 

STEVEN W. SMITH 

SHREEN K. DANAMRAJ it^ PRESTON ROAD. SUJTt 1200. LB 1 5 

LAWRENCE R, YOUST DALLAS. TEXAS 7S230-132B 

WRITBl'S DIRECT DIAL NUMSeft 
{972)392^899 

July 16.2001 

Briatma Hinojosa-Flores 
Intellectual Property Coordinator 
Uniden Financial, Inc. 
4701 Amon Carter Boulevard 
Ft. Worth, Texas 76155 

Re: Uniden File No.: U-0106-1 

Dynamically Prograimnable Frequency Scanning Radio Receiver and Method of Programming the 
Same 

Our File: 1348-1010 



TeLePH0N£(^72) 720-1202 
FAX (872) 72M139 

WRITER'S EMAIL ADOftese 
lawrenceig^scl^sw.QQm 



Dear Brianna; 



In regard to the above-referenced matter, enclosed please find a draft of the patent application for your 
review and for review by the inventors. Please make any comments or suggestions directly on the document 
and retum it to me so that I may finalize the patent application for filing. Alternatively, if you or any of the 
inventors would like to meet face to face, please let me know. 

In the meantime if you have any questions, please do not hesitate to give me a call. 



Sincerely, 
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No. 0055 P. 58 



Uniden Financial. [ 
4710 Amon Carter i-/n/d. 



Ft. Worth, TX 76155 
{817)858-3300 



Fax; (817) 858-3585 



Uniden' 



PRIVILEGED AND CONFIDENTIAL 
HAND DELIVERY 



August 7, 2001 

Lawrence R. Youst, Esquire 
Smith, Danamraj & Ycust 
12900 Preston Road 
Suite 1200, LB 15 
Dallas, TX 75230-1328 

Re: First Draft Revisions for Patent Application 

Entitled: LOCATION-BASED FREQUENCY SCANNING RADIO 
RECEIVER 

Inventors: A. Tsubaki et al. 
Our Reference No. : U-01 06- 1 
Your File No,: 1348-1010 



Dear Lawrence: 

Thank you for preparing a first draft of the above-referenced patent application for my review 
and that of the inventors. Enclosed please find two draft applications with comments fi'om Mr. 
A. Tsubaki and myself. 

Please review the comments and make all necessary changes in order to finalize the application 
for filing. If you have any questions regarding the marked documents, please do not hesitate to 
contact me and/or Mr. Tsubaki directly. Once the application has been filed, please provide me 
with a copy of the patent application as filed and all the accompanying documents for my 
internal records. 

Should you need to reach the inventors, their direct numbers are Art Tsubaki at (817) 858-3551 , 
Scott Carpenter at (817) 858-3259, and Jim Cassidy at (817) 858-2984. In the meantime, I can 
be reached directly at (817) 858-3698 and/or bhinojosafgiunidenxom . 

Thank you in advance for your time and cooperation per this matter. 



Very truly yourg,. 




Brianna Hinojosa-Flores 
Intellectual Property Coordinator 



cc: Gary A. Kline, Esq. (w/o end.) 
Art Tsubaki (w/o end.) 
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No. 0055 P. 60 



llniden' 



Uniden Financial. 
4710 Amon Cartel ^,*^d. 
Ft. Worth, TX 76155 
(817) 858-3300 
Fax: (817) 858-3585 



PRIVILEGED AND CONFIDENTIAL 
VIA FEDERAL EXPRESS 



August 7, 2001 

Lawrence R. Youst, Esquire 
Smith, Danamraj & Youst 
12900 Preston Road 
Suite 1200, LB15 
Dallas, TX 75230-1328 

Re: Assignment and Declaration/Power of Attorney for Patent Application 
Entitled: DYNAMICALLY PROGRAMMABLE FREQUENCY 
SCANNING RADIO RECEIVER AND METHOD OP PROGRAMMING 
THE SAME 

Inventors: Tsubaki et al. 
Our Reference No.: U-0106-1 
Your File No,: 1348-1010 



Dear Lawrence: 

Enclosed please find an executed Assignment and Declaration/Power of Attorney for the above 
referenced matter for filing. Please provide me with copies of these executed documents as filed 
for our internal records. 

Should you need any further assistance, please do not hesitate to contact me directly at (817) 
858-3698 and/or l:^hinQjQg^@unid^n,pQm. 

Thank you in advance for your time and cooperation per this matter. 



Very truly yours, 




Brianna Hinojosa-Flores 
Intellectual Property Coordinator 



cc: Gary A. Kline, Esq. (w/o end.) 
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